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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 14 February 2005 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 7-20 is/are pending in the application. 

4a) Of the above claim(s) 1-13.16 and 17 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 74,75 and 18-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or(f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) Notice of References Cited (PTO-892) 

2) EH Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) (3 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(syMail Date 10/2003:2/2004 . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20050421 



Application/Control Number: 10/608,250 Page 2 
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Applicant's election with traverse of claims 14-20 in the reply filed on 2/14/2005 is 
acknowledged. The traversal is on the ground(s) that the claims are directed to similar 
devices in which the channels are within the body of the device and/or are in the outer 
surface thereof and it would not be a serious burden to examiner the claims. This is not 
found persuasive because the species are distinct and the search is extensive ranging 
from 623/16.11-23.63 some 100+ subclasses in class 623, alone. 

Claims 1-13,16,17 are withdrawn from further consideration pursuant to 37.CFR 
1 .142(b), as being drawn to a nonelected species, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the reply 
filed on 2/14/2005. Examiner, notes that claims 16 and 17 are directed to embodiments 
not illustrated in elected figure 21 , the first figure of the elected device illustrated in the 
group including 21 ,22A and 22B. The illustrated device of figures 22A and 22B differ 
from the device illustrated in figure 21 , in that device depicted in figures 22A and 22B is 
directed to a femoral prosthesis while the device of figure 21 is directed to an acetabular 
prosthesis. Accordingly, claims 16 and 17 do not read on the elected figure 21 and are 
withdrawn from consideration. 

The requirement is still deemed proper and is therefore made FINAL. 
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Claim Rejections - 35 USC §112 
Claim 19 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 19, there is no antecedent support for "said bone growth promoting 
substance". Claim 19 depends from claim 14 and claim 14 fails to positively claim the 
bone growth promoting substance in the body of the claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 14,18,19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bonutti (6217617) in view of Urist (4526909). 

Bonutti discloses a prosthetic device comprising a body having a first surface for 
contacting bone and a second surface; and at least one groove (246) located within 
said first surface each of which opens (240) to said second surface, such that when said 
device is implanted into bone, a bone growth promoting substance can be inserted into 
said at least one groove at said second surface such that said substance can travel 
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within said, at least one groove on said first surface of said body to promote bone 
ingrowth between said prosthetic device and the bone. See figure 10. 




While Bonutti does not include growth promoting substance in combination with the 
bone cement, Urist teaches mixing BMP with PMMA to induce formation of new bone. 

The dehvsry composition comprises Substantially pure 
bonemorp^ 

'kit and : U: is prepared by ad mixing; the bone mQvphog** ] 
setic protein and pofynte&ylroethacrytete; Thecompo- : . 
snioji i& implanted in viable tissue where the bone mor- 
phogenettc protein k slowly released and induces for*; 
tnalbn of new bone. 

To add BMP to the cement of Bonutti or to use the cement composition of Urist to- fix the 
prosthesis to the bone such that the composition will induce new bone formation which 
serves to reduce the chance of prosthesis failure would have been obvious to one with 
ordinary skill in the art from the teachings of Urist. 

Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bonutti (6217617) as applied to claim 14 above, and further in view of Shaw 
(3918100). Shaw teaches coating a prosthetic device with a film of bone growth 
promoting substance for stimulating living bone attachment to the surface of the • 
prosthesis. To coat the bone interface of the prosthesis of Bonutti with a bone growth 
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promoting substance to enhance fixation of the prosthesis to the bone would have been 
obvious from the teachings of Shaw. 

A* system af:£oatiiig:jpre^ 

deles is jirc^cntcd.; Ptosthc^s mitdo <Vf : \%in^w.-jrnctdfs 
and other ^tofences aru:. c6hted : usihg rf spattering; 
techniques toforrcr^ 
Rtim^Kites: Jiym 

ii1liiiU4tclv.rcp!uceci by new hor,c. Beef cutlk bunc ma- 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 14,15,18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Mallory, etal (4883491). 

Mallory et al discloses an acetabular prosthesis (10) comprising a body having a 
first surface (16) for contacting bone and a second surface (equatorial surface); and at 
least one groove (14) located within said first surface each of which opens to said 
second surface, such that when said device is implanted into bone, a bone growth 
promoting substance can be inserted into said at least one groove at said second 
surface such that said substance can travel within said at least one groove on said first 
surface of said body to promote bone ingrowth between said prosthetic device and the 
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bone. The structure as broadly claimed does not distinguish over the same structure as 
illustrated in figure 1 . 




Note, the language "that when said device is implanted into bone, a bone growth 
promoting substance can be inserted into said at least one groove at said second 
surface such that said substance can travel within said at least one groove on said first 
surface of said body to promote bone ingrowth between said prosthetic device and the 
bone" is functional language and the device as illustrated in figure one is "capable" of 
performing the steps of inserting a growth promoting substance into the at least one 
groove at the second surface such that the substance can travel within the groove. 
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Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Mallory et al (4883491 )as applied to claim 14 above, and further in view of Shaw 

(3918100). Shaw teaches coating a prosthetic device with a film of bone growth 

promoting substance for stimulating living bone attachment to the surface of the 

prosthesis. To coat the bone interface of the prosthesis of Mallory et al with a bone 

growth promoting substance to enhance fixation of the prosthesis to the bone would 

have been obvious from the teachings of Shaw. 

A system of coating prtysthisc^: with gh^nO^^c :piir--: 
ticJes is p rc$C ntcci : : Pto&t he&s : ma<lc ^f valrio^ ^etuSit;: 
: and oth< r substances : coat ed : us ing \ tj. • ^jittcri n£ 
techniques to ftji^;$f& 

stimulates \hhi§ bare ai&diracm thereto iiiid \vhkk h- . 
dtimutcl'y replaced hy new bore Bed cattle buns mu- 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID J ISABELLA whose telephone number is 703- 
308-3060. The examiner can normally be reached on MONDAY-THURSDAY. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, CORRINE MCDERMOTT can be reached on 571-272-4754. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for • 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic- 
Business Center (EBC) at 866-21 7-91 97 (toll-free). r\ \ 
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